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Office Action Summary 



Application No. 



09/783,931 



Applicant(s) 

ISH-HOROWICZ ET AL 



Examiner Art Unit 

Claire M. Kaufman 1646 

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply isspecified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the ma ' "9 date of th.s communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) 13 Responsive to communication^) filed on 15 February 2001 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213, 

Disposition of Claims 

4) E3 Claim(s) 29-32.60.61 and 99-145 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) S Claim(s) 29-32.60.61 and 99-145 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

I I) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
ajDAII b)D Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 



1) 
2) 
3) 



Notice of Drattsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Application/Control Number: 09/783,93 1 
Art Unit: 1646 

DETAILED ACTION 

The preUminary amendments filed 2/15/01 and 7/23/02 have been entered. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
t claim 29-32, 60, 61, 99-136 and 138-145, drawn to antibody, composition 
' comprising the antibody and method of making the antibody, classified in class 

530 subclass 387.1, and class 435, subclass 184. 
H. Claims 137 and 138, drawn to method of producing a phage Fab expression 
library classified in class 43 5, subclass 6. 
The invents are dis,inC each from ,he Cher because of the Rowing reasons: 

mentions II and 1 are related as process of making and product made. The inven » 
„ distinct if either or both of the following can he show, (I) tha, the process as cl,me can he 
L to make other and materially different product or (2, tha, the product as claimed can b 
us •„ J f f»„„,„r„ce S s(MPEP 8 806.05(0). In the instant case claims 

made by another and materially different process (Mm- 5 w; 

,39.145 are drawn to an antibody made by any of the methods claimed. The an, body oan be 
139 145 are a be ^ by ^ phage 

SKPS Because these inventions are distinct for the reasons given above, have acouned a 
separate stattrs in «he ar, as shown by their different classification, have recognized drvergen, 



subject matter, and because each invention requires a se 
for examination purposes as indicated is proper. 



parate non-coextensive search, restriction 



This appucation contains claims directed to the following patently dis«,n« speoes o 
Ute claimed invention: a Delta protein which comprises one of SEQ K> NOS: 65-S0, 2, ,2 or 23. 

Tspecies election of one of SEQ ID NOS 65- 8 0 is made, then Applicants must specify 
within which region/fragment se, forth in claims 1 15-120 tha. sequence fans. 
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Application/Control Number: 09/783 ,93 1 
Art Unit: 1646 

Applicant is required under 35 U.S.C. 12! to elect a single disclosed species for 
prosecution on the merits to which the clarms shail he restricted if no generic claim ,s finally 
held to be allowable. Currently, there are no generic clauns. 

Applicant is advised that a reply to this retirement must include an ■dent.f.cat.on of the 
.pecies tha, is elected consonant with this retirement, and a listing of all claims reada e 
dleon, includmg any claims subsequently added. An argument that a cla,m ,s allowable tha, 
aU claims are generic is considered nonresponsive unless accompanied by an electron. 

Upon the allowance of a generic claim, applicant wil, be entitled to con— f 
Carms to additional species which are written in dependent form or otherwise 

the election, applicant must indicate which are readable upon the elected spec.es. MPEP § 

Should applicant traverse on the ground tha. the species are no, pa.en.ably distinct, 
apphcan, should submi. evidence or identify arch ev,dence now of record showing : spec. , to 
he obvious varian«s or clearly adm, on the record tha, this is the case. In Cher urstan e, f the 
exliner finds one of the inventions unpatentable overthe pnor ar,, me evidence or adm„on 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Apphcan, is advised that the reply to .his re^emen. ,o be complete mus mc udean 
election of the — to be examined even though the requirement be traversed (37 CFR 

' Applicant rs reminded tha. upon .he cancellation of clarms .o a „on-e,ected mvention, the 
inventorship mus. be amended in compliance w,h 37 CFR 1.48(b) if one or more of *e 
currently named inventors is no longer an mventor of a, leas, one claim remammg m tire 
application. Any amendment of inven.orship mus, be accompanied by a reques, under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 17(i). 

Conclusion 

Any inquny concerning this communication or eartier communications from .he 
examiner should be directed to Claire M. Kaufman, whose telephone 
Dr Kaufman can generally be reached Monday through Thursday from 8:30AM to 12.30PM. 
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Appli ca,ion/Con,rol N u,»ber:09/7»,». 

* rtU " it 1646 „ m ccessful me examiner's 

,h the examiner by telephone are unsuccessful, tn 
K attempts to reach me exam y ^ 
s „pervisor, Yvonne Eyler, can be reached ^ ^ ^ ^ ^ ^ be 

M y inquiry of a ge-ral nature or relaung 
d , re c.ea.o*eGrouprecep,ionis.v,hosete,ephonenumber 1 s( 1 

j , 70 ox 308-4242. Faxed draft or 
Ofiiciai papers fled by fax should be to (703) 30S-0W4. NOTE: If 

^ma! communtcations with the examiner shc.ld b ^ ^ ^ ^ ^ ^ 
apfto , *~ ■** * paper by fax, ^ ^ ^ SH0ULD BE SUBMITTED 
app hcan, or apples rep— . NOD- ^ ^ ^ ^ ^ ^ „ me 
s0 as to avoid the processing of duplicate P P 
Zone number above before facsunile —on. 

Claire M. Kaufman, Ph.D. 

Patent Examined Unit 1646 
June 24, 2003 



